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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Tetra GmbH

Granted to Date
of previous ex-
tension

04/22/2015

Address Herrenteich 78
Melle, 49324
GERMANY

Attorney informa-
tion

WILLIAM M BRYNER
KILPATRICK TOWNSEND & STOCKTON LLP
1001 WEST FOURTH STREET
WINSTON-SALEM, NC 27101
UNITED STATES
bbryner@ktslaw.com, mrafter@ktslaw.com, svayner@ktslaw.com, kteil-
haber@ktslaw.com, tmadmin@ktslaw.com

Applicant Information

Application No 85773730 Publication date 12/23/2014

Opposition Filing
Date

04/21/2015 Opposition Peri-
od Ends

04/22/2015

International Re-
gistration No.

NONE International Re-
gistration Date

NONE

Applicant Aqua Safe Systems (2009) Ltd.
6765 Veyaness Road
Victoria, BC, V8M2A7
CANADA

Goods/Services Affected by Opposition

Class 011. First Use: 2001/12/31 First Use In Commerce: 2001/12/31
All goods and services in the class are opposed, namely: Water treatment systems, namely, water
treatment units for installation in homes and businesses; aquarium water purification units; parts and
accessories for water purification systems, namely, filters, filter housings, holding tanks, faucet ad-
aptors, hose adaptors, faucets, flow restrictors

Class 035. First Use: 2001/12/31 First Use In Commerce: 2001/12/31
All goods and services in the class are opposed, namely: Online retail store services featuring water
purification systems and parts andaccessories for water purification systems

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

http://estta.uspto.gov


U.S. Registration
No.

1000438 Application Date 11/12/1973

Registration Date 12/31/1974 Foreign Priority
Date

NONE

Word Mark AQUASAFE

Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 1973/10/11 First Use In Commerce: 1973/10/11
CHEMICAL WATER CONDITIONER FOR AQUARIUMS

Attachments 2015.04.21 Notice of Opposition (AQUASAFE).pdf(1379546 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Sabina A. Vayner/

Name Sabina A. Vayner

Date 04/21/2015



 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
TETRA GMBH,  )   
 )   
 Opposer, )  TM: AQUASAFE 
 )  (Serial No. 85773730) 
v. )   
 )   
AQUA SAFE SYSTEMS (2009) LTD., )   
  )   
 Applicant. )   

 
NOTICE OF OPPOSITION 

 
 Opposer Tetra GmbH, a limited liability company organized under the laws of Germany, 

with its principal place of business located at Herrenteich 78, Melle 49324, Germany 

(“Opposer”), believes that it will be damaged by registration of the AQUASAFE mark, as shown 

in Application Serial No. 85773730, owned by Aqua Safe Systems (2009) Ltd., and published in 

the Official Gazette on December 23, 2014 (the “Application”). Opposer timely obtained an 

extension of time to oppose and now states the following grounds for its opposition to the 

Application: 

1. Opposer is a leading manufacturer and supplier of a wide variety of aquarium, 

fish, reptile, amphibian, and water gardening-related products. 

2. Opposer is the owner of all rights in the well-known AQUASAFE trademark, 

which Opposer, Opposer’s predecessors-in-interest, and Opposer’s and its predecessors’ 

authorized associated companies (collectively, “Tetra”) have used continuously in United States 

commerce for more than four decades in connection with water conditioners for aquariums and 

closely-related products (the “AQUASAFE Mark”).   

3. By virtue of continuous and extensive use and advertising in connection with 

Tetra’s goods for over four decades, the AQUASAFE Mark is widely and favorably known by 
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the relevant public throughout the United States and is a symbol of the substantial goodwill and 

recognition established by Tetra for the AQUASAFE Mark. 

4. In addition to its strong common law rights in the AQUASAFE Mark, Opposer is 

the owner of Registration No. 1000438 of the AQUASAFE Mark (the “AQUASAFE 

Registration”).  The AQUASAFE Registration specifies “chemical water conditioner for 

aquariums” in International Class 1 as the goods for which the AQUASAFE Mark is registered.  

The AQUASAFE Registration was issued on December 31, 1974 and claims a date of first use of 

October 11, 1973.   

5. The AQUASAFE Registration is valid and subsisting, and has been registered on 

the Principal Register for more than five years.  In accordance with 37 C.F.R. § 2.122(d)(1), 

electronic copies of records from the USPTO’s online TSDR database, demonstrating the current 

status and title of the AQUASAFE Registration, are attached as Exhibit A. 

6. Because of the high degree of distinctiveness of the AQUASAFE Mark, the 

length of time and extent to which Tetra has used the AQUASAFE Mark, the advertising and 

publicity the AQUASAFE Mark has received, the substantial trading area in which the 

AQUASAFE Mark is used, and the high degree of consumer recognition of the AQUASAFE 

Mark, the AQUASAFE Mark is a well-known and strong trademark, deserving of a broad scope 

of legal protection. 

7. On November 7, 2012, Applicant Aqua Safe Systems (2009) Ltd. (“Applicant”) 

filed the Application, which seeks to register the mark AQUASAFE (“Applicant’s Mark”) in 

standard character format in connection with “water treatment systems, namely, water treatment 

units for installation in homes and businesses; aquarium water purification units; parts and 

accessories for water purification systems, namely, filters, filter housings, holding tanks, faucet 

adaptors, hose adaptors, faucets, flow restrictors” in International Class 11 and “online retail 
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store services featuring water purification systems and parts and accessories for water 

purification systems” in International Class 35. 

8. The goods and services recited in the Application are highly related to the goods 

that Opposer currently provides in intrastate and interstate commerce in connection with its 

AQUASAFE Mark, and which Tetra has provided for decades prior to any actual or constructive 

use date of Applicant’s Mark. Moreover, the goods and services recited in the Application also 

are highly related to the goods identified in the AQUASAFE Registration. 

9. Applicant’s Mark is identical in sight, sound, appearance, and commercial 

impression to the AQUASAFE Mark. 

10. Applicant had constructive knowledge and, on information and belief, also had 

actual knowledge of the AQUASAFE Mark prior to adopting Applicant’s Mark. 

11. Applicant had constructive knowledge and, on information and belief, also had 

actual knowledge of the AQUASAFE Mark prior to filing the Application. 

12. Tetra has continuously used its AQUASAFE Mark since before Applicant’s first 

use, actual or constructive, of the AQUASAFE mark shown in the Application. 

13. Opposer believes it will be damaged by registration of Applicant’s Mark because 

Applicant’s Mark so resembles Opposer’s AQUASAFE Mark, and the mark shown in the 

AQUASAFE Registration, as to be likely to cause confusion, mistake, and/or deception. 

Consumers familiar with the AQUASAFE Mark and goods would be likely, erroneously, to 

believe that Applicant’s goods and services are the goods and services of Opposer or are 

authorized, endorsed, sponsored, or licensed by Opposer. Thus, registration of Applicant’s Mark 

on the Principal Register would be inconsistent with Opposer’s prior rights in its AQUASAFE 

Mark, and would be in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 
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14. The required $600.00 opposition fee is being submitted electronically with this 

Notice of Opposition.  The Director is authorized to debit Kilpatrick Townsend & Stockton 

LLP’s Trademark Deposit Account No. 20-1430 for any deficiency in the required fee. 

 WHEREFORE, Opposer requests that Application Serial No. 85773730 be refused in its 

entirety and that no registration issue thereon to Applicant and, further, that this Opposition be 

sustained in favor of Opposer. 

 Please recognize William M. Bryner, Sabina A. Vayner, and the law firm of Kilpatrick 

Townsend & Stockton LLP as attorneys for Opposer in connection with this opposition 

proceeding.  Please address all correspondence regarding this proceeding to William M. Bryner 

at Kilpatrick Townsend & Stockton LLP, 1001 West Fourth Street, Winston-Salem, NC, 27101. 

 
 This 21st day of April, 2015. 

  Respectfully submitted, 

 

 
 William M. Bryner 
 Kilpatrick Townsend & Stockton LLP 

 1001 West Fourth Street 
 Winston-Salem, NC  27101 
 Telephone: (336) 607-7300 
 bbryner@kilpatricktownsend.com 
  
 Sabina A. Vayner 
 Kilpatrick Townsend & Stockton LLP 

 1100 Peachtree Street, Suite 2800 
 Atlanta, Georgia 30309-4528 
 Telephone: (404) 815-6500 
 svayner@kilpatricktownsend.com 
  
 Attorneys for Opposer Tetra GmbH 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
TETRA GMBH,  )   
 )   
 Opposer, )  TM: AQUASAFE 
 )  (Serial No. 85773730) 
v. )   
 )   
AQUA SAFE SYSTEMS (2009) LTD., )   
  )   
 Applicant. )   

 
CERTIFICATE OF SERVICE 

 
 This is to certify that a true and correct copy of the foregoing Notice of Opposition was 
served on Applicant’s Attorney of Record and Correspondence Contact on April 21, 2015 via 
international first-class mail addressed to:  
 

Michael D. Cooper, Esq. 
1007 Fort Street 
Suite 201 
Victoria, BC V8V3K5 
Canada 

      

 
Sabina A. Vayner 
Attorney for Opposer 

 
 

CERTIFICATE OF TRANSMITTAL 

 

This is to certify that a true and correct copy of the foregoing Notice of Opposition is 
being filed electronically with the TTAB via ESTTA on this day, April 21, 2015.   

    
 

 
Sabina A. Vayner 
Attorney for Opposer 

 
 

 
 



 
 
 
 
 
 
 
 
 

EXHIBIT A 



 

Mark Information

Mark Literal Elements: AQUASAFE

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: CHEMICAL WATER CONDITIONER FOR AQUARIUMS

International Class(es): 001 - Primary Class U.S Class(es): 006

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 11, 1973 Use in Commerce: Oct. 11, 1973

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: TETRA GMBH

Owner Address: HERRENTEICH 78
MELLE 49324
GERMANY

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

GERMANY

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Thilo C. Agthe Docket Number: 5045-373

Attorney Primary Email
Address:

tm-group@wg-law.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2015-04-21 16:05:01 EDT

Mark: AQUASAFE

US Serial Number: 73006046 Application Filing Date: Nov. 12, 1973

US Registration Number: 1000438 Registration Date: Dec. 31, 1974

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Dec. 22, 2014



Correspondent

Correspondent
Name/Address:

Thilo C. Agthe
WUERSCH & GERING LLP
100 Wall Street, 10th Floor
NEW YORK, NEW YORK 10005
UNITED STATES

Phone: 212-509-5050 Fax: 212-509-9559

Correspondent e-mail: tm-group@wg-law.com thilo.agthe@wg-law.com a
lina.morris@wg-law.com

Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Dec. 22, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Dec. 22, 2014 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 77315

Dec. 22, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 77315

Dec. 22, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77315

Dec. 02, 2014 TEAS SECTION 8 & 9 RECEIVED

Oct. 23, 2007 CASE FILE IN TICRS

Jan. 31, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jan. 31, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Aug. 12, 2004 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Dec. 08, 2004 TEAS SECTION 8 & 9 RECEIVED

Nov. 20, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 01, 1994 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Oct. 04, 1994 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8

Mar. 09, 1981 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Dec. 31, 2014

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Dec. 22, 2014

Assignment Abstract Of Title Information

Summary

Total Assignments: 6 Registrant: TETRA SALES (U.S.A.) CORPORATION

Assignment 1 of 6
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0270/0569 Pages: 2

Date Recorded: Jul. 17, 1975

Supporting Documents: No Supporting Documents Available

Assignor

Name: TETRA SALES (USA) CORPORATION Execution Date: Jul. 07, 1975

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: BIKAL CORPORATION 

Legal Entity Type: CORPORATION State or Country Where CALIFORNIA

 



Organized:

Address: 21393 CURTIS STREET
HAYWARD, CALIFORNIA 94545

DBA, AKA, TA, Formerly: DBA TETRA SALES (USA)

Correspondent

Correspondent Name: HARRIS ZIMMERMAN

Correspondent Address: SUITE 1432
1330 BROADWAY
OAKLAND, CA 94612

Domestic Representative - Not Found

Assignment 2 of 6
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0282/0937 Pages: 1

Date Recorded: Mar. 22, 1976

Supporting Documents: No Supporting Documents Available

Assignor

Name: BIKAL CORPORATION Execution Date: Feb. 19, 1976

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

DBA, AKA, TA, Formerly: DBA TETRA SALES (USA)

Assignee

Name: TETRAWERKE DR. RER. NAT. ULRICH BAENSCH GMBH HERRENTEICH 

Legal Entity Type: A LIMITED LIABILITY COMPANY State or Country Where
Organized:

GERMANY

Address: 4520 MELLE, GERMANY

Correspondent

Correspondent Name: MICHAEL J. GUARINO

Correspondent Address: 201 TABOR ROAD
MORRIS PLAINS, NJ 07950

Domestic Representative - Not Found

Assignment 3 of 6
Conveyance: CHANGE OF NAME 19880419

Reel/Frame: 0930/0295 Pages: 7

Date Recorded: Feb. 12, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: TETRAWERKE DR. RER. NAT. ULRICH
BAENSCH, GMBH 

Execution Date: Apr. 19, 1988

Legal Entity Type: CORPORATION State or Country Where
Organized:

GERMANY

Assignee

Name: TETRA HEIMTIERBEDARF GMBH 

Legal Entity Type: CORPORATION State or Country Where
Organized:

GERMANY

Address: WARNER-LAMBERT COMPANY MS. BELINDA I. BERMAN
201 TABOR ROAD
MORRIS PLAINS, NEW JERSEY 07950

Correspondent

Correspondent Name: MS. BELINDA I. BERMAN

Correspondent Address: ASST. TRADEMARK COUNSEL
WARNER-LAMBERT COMPANY
201 TABOR ROAD
MORRIS PLAINS, NJ 07950

Domestic Representative - Not Found

Assignment 4 of 6
Conveyance: CHANGE OF NAME

Reel/Frame: 2026/0223 Pages: 7

Date Recorded: Jan. 19, 2000

Supporting Documents: assignment-tm-2026-0223.pdf 

Assignor

Name: TETRA HEIMTIERBEDARF GMBH Execution Date: Oct. 31, 1997



Legal Entity Type: UNKNOWN State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: TETRA HEIMTIERBEDARF GMBH & CO. KG 

Legal Entity Type: LIMITED PARTNERSHIP State or Country Where
Organized:

GERMANY

Address: HERRENTEICH 78
MELLE, GERMANY 49324

Correspondent

Correspondent Name: WARNER-LAMBERT COMPANY

Correspondent Address: ELIZABETH G. REGAN
201 TABOR ROAD
MORRIS PLAINS, NJ 07950

Domestic Representative - Not Found

Assignment 5 of 6
Conveyance: MERGER

Reel/Frame: 2771/0118 Pages: 5

Date Recorded: Dec. 31, 2003

Supporting Documents: assignment-tm-2771-0118.pdf 

Assignor

Name: TETRA HEIMTIERBEDARF GMBH & CO. KG Execution Date: Dec. 06, 2001

Legal Entity Type: LIMITED PARTNERSHIP State or Country Where
Organized:

GERMANY

Assignee

Name: TETRA WERKE HOLDING GMBH 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

GERMANY

Address: HERRENTEICH 78
MELLE, GERMANY 49324

Correspondent

Correspondent Name: THILO C. AGTHE

Correspondent Address: 11 HANOVER SQUARE. 19TH FLOOR
NEW YORK, NY 10005

Domestic Representative - Not Found

Assignment 6 of 6
Conveyance: CHANGE OF NAME

Reel/Frame: 2772/0878 Pages: 14

Date Recorded: Jan. 06, 2004

Supporting Documents: assignment-tm-2772-0878.pdf 

Assignor

Name: TETRA WERKE HOLDING GMBH Execution Date: Dec. 23, 2002

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

GERMANY

Assignee

Name: TETRA GMBH 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

GERMANY

Address: HERRENTEICH 78
MELLE, GERMANY 49324

Correspondent

Correspondent Name: THILO C. AGTHE

Correspondent Address: 11 HANOVER SQUARE, 19TH FLOOR
NEW YORK, NY 10005

Domestic Representative - Not Found
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